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DETAILED ACnON 
Uectioi^estnctions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to diis action, to elect a 
single invention to which the claims must be restricted. 
Group I, claim(s) 1-8, 72-77 drawn to a composition for use as a catalyst 
Group II, claim(s) 9 and 78, drawn to supported electrocatalyst powder. 
Group III, claim(s) 22-30, drawn, to a method for preparing a catalyst composition. 

2. The inventions listed as Groups I-III do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, tiiey lack the same or corresponding special 
technical features for the following reasons: a catalyst composition comprising platinum and 
copper are well known in the art and can be used in assistance of ceramic coating process as well as 
reduction/oxidation., as per US 3761293 A, Twiggcr J. et al. 

3. Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because the 
supported electrocatalyst powder comprises the composition of platinum and copper among other 
elements. The subcombination has separate utility such as the reduction of nitro-cyclo-hexane has 
been reduced in the liquid phase using reduction catalysts and hydrogen to form cyclohexanone 
oxime. 
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The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are subsequendy found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the allowable 
subcombination will be examined for patentability in accordance with 37 CFR 1.104. See MPEP § 
821 .04(a). Applicant is advised that if any claim presented in a continuation or divisional 
application is anticipated by, or includes all the limitations of, a claim that is allowable in the 
present application, such claim may be subject to provisional statutory and/or nonstatutory double 
patenting rejections over the claims of the instant application. 

As a courtesy, the examiner is going to examine Group II along with Group I if Group I is 
elected. The examiner doesn't believe that a serious search burden will be encountered while 
examining the two groups; however, the restriction may be necessitated by the amendments and 
therefore Group II may have to be withdrawn. 

4. During a telephone conversation with Paul Fleischut on October 20, 2008 a provisional 
election was made with traverse to prosecute the invention of Groups I and II, claims 1-9 and 
72-78. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 22-30 are withdrawn from fiirther consideration by the examiner, 37 CFR 1.142(b), as 

being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currendy 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.17(i). 
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6. The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequendy found 
allowable, withdrawn process claims that depend from or otherwise require all the hmitations of 
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected 
process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so may 
result in a loss of the right to rejoinder. Further, note that the prohibition against double patenting 
rejections of 35 U.S.C. 121 does not apply where the restriction requirement is withdrawn by the 
examiner before the patent issues. See MPEP § 804.01. 

Exawinatiim (m Mait 
Claims 1-9 and 72-78 are pending and presented for examination on merit 
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Drawings 

7. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: Figure 2, reference 
#32. Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference character(s) in the description in comphance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid abandonment of the apphcation. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC§ 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in diis or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of application for patent in tlie United States. 

9. Claims 1-9 and 72-78 are rejected under 35 U.S.C. 102(b) as being anticipated by Itoh et 
al., US 4970128. 

As per claim 1, Itoh teaches a composition for use as a catalyst in redox reactions 

comprising platinum and copper (see abstract). Itoh teaches the concentration of platinum is 50- 
80 atomic percent (see abstract). Itoh teaches the composition has a particle size 35 angstroms or 
less (see column 12, line 1 and Table 2). The reference refers to the crystallite size to be 35 
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angstroms; therefore, the instantly claimed limitation is met because a particle would be less than 
35 angstroms. 

As per claims 2, Itoh teaches that the sum of concentrations of platinum and copper 
greater than 95 atomic % (see example 13, column 11, line 62). 

As per claims 3 and 72, Itoh teaches an alloy of platinum and copper (see example 13, 
column 11, line 62). 

As per claims 4 and 73, Itoh teaches that the composition consists essentially of platiniim 
and copper (see example 13, column 11, line 62). The instandy claimed limitation of claim 4 is 
met because "consisting essentially of can be interpreted as broadly as "comprising oF' based on 
the specification provided (MPEP § 21 1 1.03). If an applicant contends that additional steps or 
materials in the prior art are excluded by the recitation of "consisting essentially of," applicant has 
the burden of showing that the introduction of additional steps or components would materially 
change the characteristics of applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 
(CCPA 1964). See also Ex parte Hoffman, 12 USPQ2d 1061, 1063-64 (Bd. PaL App. & Inter. 
1989) 

As per claims 5, 6, 74, and 75, Itoh teaches the composition has a particle size of greater 
than 25 and less than 30 angstroms (see Table 1). 

As per claims 7, 8, 76, and 77, Itoh teaches the concentration of platinum between 65-75 
atomic % (see Table 1 and examples 6, 7, 8, and 11). 

As per claims 9 and 78, Itoh teaches a supported electrocatalyst powder on electrically 
conductive supports (see abstract, lines 2-4). 

Each critical element required by the instant claims is taught by Itoh et al. and minor 
variations in alloy compositions or particle sizes are envisaged like varied concentrations of 
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platinum within the alloy or various particle sizes such as less than 25 angstroms or greater than 30 
angstroms is considered to be well within the skilled level of the artisan. 

Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in die statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim{s) because the examined application claim 
is eidier anticipated by, or would have been obvious over, tiie reference claim(s). See, e.g.. In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); InreLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); Lire Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .32 1 (d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope of 
a joint research agreement 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



11. Claims 1-8, 72-77 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 2, 4, 5, 11, 12, 14, 18, 20, 23, and 27 of 
copending Application No. 1 1205557. Although the conflicting claims are not identical, they are 
not patentably distinct from each other. Even thouQh die instantly claimed limitations do not 
include nickel, the preamble language of the instandy claimed invention and 11205557 both state 
"comprising", thus satisfying that nickel is not a limiting factor. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

12. Claims 1-9, 72-78 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 2, 4, 7, 9, 11, and 19 of copending 
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Application No. 1 1341 139. Although the conflicting claims are not identical, they are not 
patentably distinct from each other. Even though the instantly claimed limitations do not include 
titanium, or an oxide, carbide or salt, the preamble language of the instandy claimed invention and 
1 1341 139 both state "comprising", thus satisfying that titanium or an oxide, carbide or salt are not 
limiting factors. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to ALEXANDER POLYANSKY whose telephone number is (571)270-5904. 
The examiner can normally be reached on Monday-Friday, 8:00 a.m. EST - 5:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vickie Kim can be reached on 571-272-0579. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direcLuspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 m USA OR CANADA) or 571-272-1000. 
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A^ickie Kim/ 

Supervisory Patent Examiner, Art Unit 4181 



